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Commissioner for Patents 
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Alexandria, VA 22313-1450 

Dear Sir: 



Enclosed for filing in the above-identified application are: 
(X) Request for Reconsideration of Petition under 37 C.F.R. §1.183. 
(X) Copy of Petition from Application No. 10/3 17,832. 
(X) Copy of Decision Granting Petition from Application No. 1 0/3 1 7,832. 

(X) The Commissioner is hereby authorized to charge any additional fees which may be required, or 
credit any overpayment, to Account No. 1 1-1410. 
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REQUEST FOR RECONSIDERATION OF PETITION UNDER 37 C.RR. §1.183 



Mail Stop Petition 

United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

This is in response to the petition dismissal mailed by the Office of Petitions on April 29, 
2005. In response to the decision, Applicants hereby submit a request for reconsideration of the 
petition. 

In the Petition filed March 14, 2005, the Applicants noted that an IDS was being 
submitted, along with copies of several listed references. One of the references being submitted 
was PCT Publication Number WO 01/57190, which contains a Sequence Listing that is greater 
than 5,000 pages in length. Because of the large size of the sequence listing, Applicants 
requested that submission of a paper copy of the sequence listing portion of the particular 
reference be waived. Applicants further noted that the USPTO already possesses an electronic 
copy of the particular sequence listing in its databases, since the sequence listing is from a PCT 
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application that was filed in the United States and because such possession had been 
acknowledged by the USPTO in their grant of identical petitions filed in connection with the 
same reference in related patent applications. 

The Office of Petitions dismissed the instant petition, stating that Applicants did not state 
the specific provision of the rules for which a waiver is requested. Furthermore, the Office of 
Petitions asserted that Applicants did not describe why justice requires the suspension of the rule. 
Subsequent to the dismissal of this petition, Applicants' representative contacted the Petitions 
Examiner to discuss reconsideration of the dismissal. As discussed with the Petitions Examiner, 
Applicants hereby provide the specific provision of the rule for which waiver is required and an 
explanation of why justice requires waiver of this rule. 

In this request for reconsideration of the Petition filed on March 14, 2005, the disclosure 
of which is incorporated herein by reference, Applicants set forth the following: 

Applicants respectfully request that the patent rule requiring the submission of a legible 
copy of a publication listed in an IDS, 37 CFR 1.98(2)(ii), be waived in reference to PCT 
Publication Number WO 01/57190. 

37 CFR 1.98(2)(ii); states that: 

"any information disclosure statement filed under § 1.97 shall include: 
(2): a legible copy of: 

(ii): Each publication or that portion which caused it to be listed." 

Justice requires the suspension of the rules in the instant situation in view of the 
excessive burden that is created for both the Applicants and the USPTO in connection with the 
submission of a paper copy of an approximately 5,000 page sequence listing. This amount of 
paper would be extremely burdensome both for the Applicants to prepare and for processing at 
the PTO. Moreover, it is unlikely that a paper copy of a sequence listing of that size would 
possess any useful value. Practically speaking, it is unlikely that the Examiner would leaf 
through a 5,000 page document and attempt to identify like sequences without the aid of a 
computer. In fact, as noted above, the PTO has an electronic copy of the sequence listing from 
this application in its database and Examiners typically utilize the PTO's sequence database to 
assess the pertinence of the sequences therein with respect to a pending patent application. As 
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such, the burden of submitting such a large paper copy of the sequence listing far outweighs the 
value, if any, of having a paper copy of the document associated with the file. 

Furthermore, please note that an identical petition requesting waiver of 37 C.F.R. § 
1.98(2)(ii) was granted in the parent case, U.S. Patent Application Serial No. 10/317,832. A 
copy of the petition and the decision granting the position are submitted herewith for your 
convenience. 

Please feel free to contact the undersigned if you have any questions regarding this 
request for reconsideration of the Petition. 

It is presumed that no fee is required for the submission of this response to the Petition 
Decision. However, if fees are required, please charge any additional fees, including any fees for 
additional extension of time, or credit overpayment to Deposit Account No. 11-1410. 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 





Jecry L.'Hefher 
Registration No. 53,009 
Attorney of Record 
Customer No. 20,995 
(619) 235-8550 
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PETITION UNDER 37 C.F.R. SI. 183 



United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

On August 6, 2003, in connection with the above-identified patent application, 
Applicants filed with the USPTO an Information Disclosure Statement, Form PTO-1449 listing 
11 references, and copies of the listed references. Copies of the Information Disclosure 
Statement and Form PTO-1449 are provided herewith. 

Among the references listed on Form PTO-1449 is PCT Publication Number WO 
00/58473 and PCT Publication Number WO 01/57190, each of which contains a Sequence 
Listing that is greater than 5000 pages in length. It is Applicants' understanding that the USPTO 
has a copy of each of these Sequence Listings in its electronic database. Accordingly, Applicants 
respectfully request that the requirement for submitting a paper copy of the Sequence Listing be 
waived and that Applicants be permitted to submit only a paper copy of the specification from 
PCT Publication Numbers WO 00/58473 and WO 01/57190 with the Information Disclosure 
Statement in the above-identified application and any application claiming priority thereto. 
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Please feel free to contact the undersigned if you have any questions regarding this 
Petition. 

Applicants have provided the fee required by 37 C.F.R. § 1.17(h) herewith. Please charge 
any additional fees, including any fees for additional extension of time, or credit overpayment to 
Deposit Account No. 1 1 - 1 4 1 0. 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 
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In re Application of 
Girard et al. 

Application No. 10/317,832 
Filed: December 12, 2002 



DECISION GRANTING PETITION 
UNDER 37 CFR 1.183 



Attorney Docket No. BIOBANK.009A 



This is a decision on the petition under 37 CFR 1.183 filed August 18, 2003, whichjs 
beingtreated a"s a petition to waive the requirements of 37 CFR 1:98. 

The petition is granted in part. 

Petitioners seek waiver of the requirement to supply a complete copy of two references 
cited in the IDS filed August 6 (sic, 14) 2003; PCT publication Nos. WO 00/58473 and 
WO 01/571 90. Petitioners assert that each document contains a sequence listing 
greater than some 5000 pages each, and further, as petitioners believe that the USPTO 
has a copy of each listing in its electronic database, it would constitute an undue 
burden on both petitioners and the USPTO to process the complete paper files.. 

Based on inspection of the WIPO database, WO 00/58743 corresponds to PCT 
/US00/08621 , and WO 01/57190 corresponds to PCT/US01/04098. Unfortunately for 
petitioners, as neither the former document nor its corresponding PCT application 
appear to have an entry in the USPTO ABSS electronic database, the requested relief 
is dismissed as to WO 00/58743, which corresponds to PCT/US/08621 . 

However, the petition is granted with respect to WO 01/57190, which corresponds to 
PCT/US01/04098, as the sequence listing of the latter document has been entered in 
the USPTO electronic database. 

Telephone inquiries regarding this decision may be directed to the undersigned at (703) 
30S-182O. , / 



Brian Heam 
Petitions Examiner 
Office of Petitions 

Office of the Deputy Commissioner 
for Patent Examination Policy 




